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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-10 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 3/4/05 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 3/4/05. 3/20/07 . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20090318 



Application/Control Number: 10/526,485 
Art Unit: 2621 



Page 2 



DETAILED ACTION 

Specification 

1 . The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC §101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 7-10 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

A) The Examiner notes that "A program..." or "...record[ing] aprogram..." does not 
specify how the instructions arc (a) associated with the medium, or (b) the nature of instructions. 
Data structures not claimed as embodied (or encoded with or embedded with) in a computer 
readable medium are descriptive material per se, and are not statutory, Warmerdam , 33 F.3d at 
1361, 31, USPQ2d at 1760). Similarly, computer programs claimed as computer listings, 
instructions, or codes are just the descriptions, expressions, of the program are not "physical 
things". They have neither computer components nor statutory processes, as they are not "acts" 
being performed. In contrast, a claimed "... computer readable medium encoded with a computer 
program..." is a computer element which defines structural and function interrelationships 
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between the computer program and the rest of the computer, and is statutory, Lowry , 32 F.3d at 
1583-84, 32 USPQ2d at 1035, Interim Guidelines. Annex IV (Section a) . 

B) The computer program as claimed is not properly associated with the operation. It is 
quite possible that the computer program may be an unrelated sub-routine or a simple commence 
instruction which then causes the computer to execute the operation that could be self-resident, 
and not encoded on the medium, Interim Guidelines, Annex IV (Section b) . 

C) Claims that recite nothing but the physical characteristics of a form of energy, such as 
frequency, voltage, or the strength of a magnetic field, define energy or magnetism, per se , and 
as such are nonstatutory natural phenomena (Specification, pg. 61 , lines 22-25), O'Reilly , 56 U.S. 
(15 How.) at 112-14. Moreover, it does not appear that a claim reciting a signal encoded with 
functional descriptive material falls within any of the categories of patentable subject matter set 
for in § 101. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Bacus et al. 
(U.S. Pat. 6,226,392; hereinafter Bacus; already of record). 

Re. claim 1, Bacus teaches a microscope image processing system (Bacus: Title) 
comprising: an integrative photographing unit that integratively photographs each sample 
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holding portion of a sample holder at a predetermined magnification with a microscope (Bacus: 
col. 7, lines 19-25 & 31-35; Figs. 4B, 5); a thumbnail displaying unit that displays image files 
photographed by said integrative photographing unit as thumbnails (Bacus: Figs. 1,2, 11; col. 7, 
lines 35-50); an individual photographing information designating unit that designates individual 
photographing information concerning locations and magnifications of samples that a user 
wishes to photograph, said information corresponding to said image files that said user selects 
from said image files displayed on said thumbnail displaying unit (Bacus: Figs. 1-3; col. 7, lines 
35-50; Fig. 6, step 209a); and an individual photographing unit that photographs each part within 
said sample holding portion in accordance with said locations and magnifications designated by 
said individual photographing information (Bacus: Figs. 9, 10). 

Re. claim 2, Bacus teaches that said individual photographing information designating 
unit displays on a monitor an individual photographing information designating screen for 
allowing said user to designate said individual photographing information, and creates said 
individual photographing information from coordinate information and magnification 
information that said user designates on said individual photographing information designating 
screen via an input device (Bacus: Figs. 1-3, 4B, 5, 9-1 1). 

Re. claim 3, Bacus teaches that said individual photographing information designating 
unit automatically determines any one or both of said coordinate information and magnification 
information for photographing by an image processing procedure and thereby creates said 
individual photographing information (Bacus: Figs. 1-3, 4B, 5, 9-1 1 : i.e., the system creates 
tiles and, automatically, with each tile comes X and Y coordinates defining the edges for each 
tile). 
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Re. claims 4, 7, and 10, the claim(s) recite analogous limitations to claim(s) 1 above, and 
is/are therefore rejected on the same premise. Regarding claims 7 and 10, Bacus describes hard 
disks containing programs for controlling and operating the microscope accordingly. 

Re. claims 5 and 8, the claim(s) recite analogous limitations to claim(s) 2 above, and 
is/are therefore rejected on the same premise. 

Re. claims 6 and 9, the claim(s) recite analogous limitations to claim(s) 3 above, and 
is/are therefore rejected on the same premise. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geepy Pe whose telephone number is (571)-270-3703. The 
examiner can normally be reached on Monday - Friday, 7:00AM - 3:30PM (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mehrdad Dastouri can be reached on 571-272-741 8. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/G. P./ 
/Geepy Pe/ 

Examiner, Art Unit 2621 
/Andy S. Rao/ 

Primary Examiner, Art Unit 262 1 
March 23, 2009 



